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The following office action will have a rejection over a prior art disclosure, WO 
99/67547, which is in German Language. The US equivalent, which is US 6,481,555 contains 
the same limitation as its German priority document. Although the rejection is over German 
document, the examiner will cite US as equivalent as well and for the ease of better 
understanding will incorporate column and line numbers of the US document as its translation. 

Claim Rejections - 35 USC§102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by HELL 
(WO 99/67547) [English translation in US 6,481,555]. 

The prior art of HELL discloses composition for non-asbestos friction material 
summarized in Table in example (page 9 or col. 4). 
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Saw materials 



Percentage by weight 



copper anchor copser alloys 
aismisxssa-ziisc alloy 
ahJEiisasia oaddc 
glimaser powder 
bcsvy spai 

tin sulfides 
graphite 
coke paw&f 
ramies fibers 
resin £llrc powtfer 




15-25 
3-20 
G5-I5 
0.5-2 

5-15 
5-15 
2*8 
2-6 
10-20 

1- 2 

2- 5 

3- 7 



The composition of HELL has required tin sulfide, graphite, fiber, filler and binder, wherein the 
amount of tin sulfide is within the range of the present invention. 

In the light of the above disclosure, the prior art of HELL clearly anticipates the 
requirements of claims rejected above. 

3. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
CHESTER (US 4,310,452). 

The prior art of CHESTER discloses composition for non-asbestos friction material. The 
composition as summarized in TABLE I comprises following: 



TABLE I 



40 



Nitrite robber 



1 1.40 parts by volume 
per 100 parts 



Sulphur 

Phe nol-fcnsafdefeyde resin 
Sied F&res 

OarbofiBisck 

Silica 

Barytes 

Molybdenum di&ulp&de 
Copper (powdered) 
Tin (powdered) 



3W 
20.00 

\9M 

2M 
L79 

L20 
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The composition of Chester comprises binder, fiber, filler, graphite and tin powder in the amount 
of 1.2 pbw. 

In the light of the above disclosure, the prior art of CHESTER clearly anticipates 
requirements of claims rejected above. 

4. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
CHESTER (US 4,226,759). 

The prior art of CHESTER discloses non-asbestos friction material composition 
comprising following (TABLE 1, col. 2 and Table II col. 2 and 3): 

$ TABLE I 

Nitrik rubber 1X07 parte by volume 

Pheodl-F&rinalsleljyde Hesm 29JB2 

Steel F^res 20,00 

Cafbafi Black 5.71 

35 Sites GM 

Barytes 1X42 

Graphite $$7 

Antimony ixuuiphitie 2>S3 

Molybdenum dkulphide ISO 

Copper {Powdered) 170 

40 Tin {Powdered) L26 



In Table II the amount of tin powder is 1 .50. The composition of Chester comprises binder, 
fiber, filler, graphite and tin powder. 

In the light of the above disclosure, the prior art of CHESTER clearly anticipates 
requirements of claims rejected above. 



Application/Control Number: 10/055,353 
Art Unit: 1714 



Page 5 



Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over HELL (WO 
99/67547) [English translation in US 6,481,555] in view of either CHESTER (US 4,310,452) or 
CHESTER (US 4,226,759). 
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The discussion of the disclosure of the prior art of HELL from paragraph 2 of this office 
action is incorporated here by reference. 

The difference between the present invention and the prior art of HELL is showing that 
the tin and tin sulfide can be utilized together. 

The discussion of the disclosure of the prior art of CHESTER 5 452 or CHESTER'759 
from paragraphs 3 or 4 of this office action is incorporated here by reference. 

Tin powder is a metal powder that is equivalent in its softness to copper or zinc powder. 
Therefore utilizing tin powder in place of copper powder of HELL will still provide the same 
purpose. 

In the light of the above disclosure, it would have been obvious to one having ordinary 
skill in the art at the time of the instant invention to utilize the tin powder of CHESTER in the 
composition of HELL and thereby obtain the claimed invention. Using tin powder instead of 
copper powder would still produce efficient friction material, since the two powders are both 
comparatively soft. 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following prior art constitutes 102 rejections and also provides support for 
examiner's allegation that copper powder is comparative to tin powder. The prior art of record 
has not been applied, since there are already three 102 rejections pending. The examiner 
reserves the right to apply these rejections if it is necessary. US 4,743,635 to NAKAGAWA, US 
6,534,565 to GARDNER, US 6,228,815 to KASEVAN, US 5,866,636 to NITTO, US 6,022,502 
to LOCKHART and US 6,220,404 to HARA 
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10. European search Report discloses X-references, which are equally applicable against 
present claims. The examiner feels that the prior art already applied constitutes better prior art 
and in English. The examiner also reserves the right to apply any of the EP X-references at a 
later date if it is necessary. 

In December 2003 the USPTO office will move to another location in Alexandria. As a 
result of this move, phone numbers will be changed. New phone number to the examiner of 
record for this application will be 571-272-1 127. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katarzyna Wyrozebski Lee whose telephone number is (703) 
306-5875. The examiner can normally be reached on Mon-Thurs 6:30 AM-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Primary Examiner 
Art Unit 1714 
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